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UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF CALIFORNIA

DIONNE CHOYCE,
Case No. 13-cv-01842-JST
Plaintiff,
ORDER GRANTING IN PART
V. MOTIONSFORATTORNEY"’S FEES
SF BAY AREA INDEPENDENT MEDIA Re: ECF Nos. 59 & 61.
CENTER, et al.,
Defendants.

l. INTRODUCTION

After the Court dismissed the federal copyright claim in this action with prejudice,
Defendants filed motions for attorney’s fees pursuant to 17 U.S.C. §505. The matter came for
hearing on September 4, 2014.
. BACKGROUND

A. Procedural History and Factual Background

This motion arises out of a civil action by Plaintiff Dionne Choyce (“Plaintiff” or
“Choyce”), in which he brought federal copyright and state-law defamation causes of action
against Defendants SF Bay Area Independent Media Center (“Indybay”) and Layer42.net, Inc.
(“Layer 427) (collectively, “Defendants”), among other defendants. He alleged that Layer42
provided internet connectivity, hosting and infrastructure to a website operated by Indybay on
which unknown Doe Defendants posted false and defamatory articles about him, including a
graphic image of him taken from his law firm’s website. Additional facts are described in the
Court’s December 2, 2013 and June 2, 2014 orders. 2013 WL 6234628 (ECF No. 22); 2014 WL
2451122 (ECF No. 54). After dismissing the initial complaint without prejudice and granting
Plaintiff leave to file a First Amended Complaint (“FAC”), the Court then granted Defendants’

motions to dismiss with prejudice, finding as follows:
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The FAC, like its predecessor, fails to allege that Plaintiff applied
for a copyright in the allegedly copyrighted image. The FAC must
be dismissed again for this reason. In his opposition, Plaintiff has
attached a Proposed Second Amended Complaint (“PSAC”), in
which he finally alleges that he has applied for a copyright, and
limits his asserted remedies to those available for post-infringement
registration, as the Court previously ordered. Exh. A to Plaintiff’s
Opposition to DefendantLayer42.net, Inc.’s Motion to Dismiss
(“Opp. to Layer42”), ECF Nos. 37 & 37-1. The question is whether
the Court should provide a second opportunity to amend by allowing
Plaintiff to file the PSAC.

[..]

Plaintiff makes an unconvincing attempt to blame his adversary for
his failure to amend, arguing that Layer42 filed a request for
attorney’s fees which required opposition over the holiday season,
and this task apparently distracted Plaintiff's counsel from adding an
allegation to the FAC that Plaintiff had applied for a copyright. Opp.
to Layerd42 2:21-28. This argument is particularly unpersuasive
given the fact that Layer42’s counsel offered a stipulation to
Plaintiff’s counsel to alter the deadlines to avoid the holiday season,
and received no response. Declaration of Daniel L. Casas q 6, and
Exh. C thereto, ECF Nos. 41-1. Plaintiff acknowledges that the
failure to amend was due to “oversight” on his part. Opp. to Layer42
7:9-10.

[..]

Even if the Court were to consider the PSAC, it would not salvage
Plaintiff’s copyright claim. A copyright infringement plaintiff “bears
the burden of proving copyright ownership.” Fleischer Studios, Inc.
v. AV.E.L.A., Inc., 654 F.3d 958, 962 (9th Cir. 2011). The PSAC
makes the conclusory legal conclusion that “[a]mong the exclusive
rights granted to Plaintiff under the Copyright Act are the exclusive
rights to reproduce the Copyrighted Work and to distribute the
Copyrighted Work to the public.” 9 23. But this legal assertion is not
a well-pled factual allegation whose truth the Court must accept at
the pleading stage. See Ashcroft v. Igbal, 556 U.S. 662, 678 (2009)
(“the tenet that a court must accept as true all of the allegations
contained in a complaint is inapplicable to legal conclusions™).

“Under the copyright laws, the registration of a copyright certificate
constitutes prima facié evidence of the validity of a copyright in a
judicial proceeding commenced within five years of the copyright’s
first publication.” Lamps Plus, Inc. v. Seattle Lighting Fixture Co.,
345 F.3d 1140, 1144 (9th Cir. 2003) (emphasis added) (quoting
Entm’t Research Group, Inc. v. Genesis Creative Group, Inc., 122
F.3d 1211, 1217 (9th Cir. 1997) (citing 17 U.S.C. § 410(c)). The
PSAC alleges that the Copyright Office issued Plaintiff a registered
copyright in the image on October 23, 2013, after the first motion to
dismiss in this action. PSAC 9 24. Since Plaintiff has used the image
in his marketing since 2005, Declaration of Dionne Choyce
(“Choyce Decl.”) § 2, ECF No. 11, he cannot avail himself of this
prima facie presumption.
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The PSAC therefore must contain additional well-pled factual
allegations from which it is plausible to conclude that Plaintiff
himself owns a valid copyright in the photographic image. But, as
Plaintiff’s counsel acknowledged at oral argument, and as Plaintiff
himself has testified in a sworn declaration, the image was not
created by Plaintiff; it is an image 0f Plaintiff. Choyce Decl. q 2. It
was taken by a professional photographer. Id. Therefore, any
copyright in the image “vests initially in the author or authors of the
work,” 17 U.S.C. § 201(a), which would be the photographer of the
image, not Plaintiff. See generally Aalmuhammed v. Lee, 202 F.3d
1227, 1231-32 (9th Cir. 2000). Even if the Court gave Plaintiff
leave to file the PSAC, it would still fail to state a claim for
copyright infringement, rendering leave to amend futile.

Nonetheless, out of an abundance of caution, the Court has further
considered the possibility that Plaintiff might be able to finally plead
a viable copyright claim if given a fourth opportunity to do so.

Faced with Indybay’s arguments that he is not the author of the
image, Plaintiff stated in his opposition brief that, if the PSAC also
fails to state a claim for copyright infringement, further “leave to
amend should be granted” to allege facts that state a claim.
Plaintiff's Opposition to Indybay’s Motion 5:22-23, ECF No. 40.
But in his brief, Plaintiff does not even hint at what facts he would
plead in a Second Proposed Second Amended Complaint that would
salvage his claim. He provides no explanation of how he owns the
rights to the image. He does not state that he acquired the rights
from the original photographer, and neither does he explain that the
work was made for hire. And he does not explain how he could have
a valid registration in an image he did not author, since the
certificate of registration he obtained in the copyright states that he,
himself, is the “author.” Exh. A to Supplemental Declaration of
Dow Patten, ECF No. 17.

[L..]

But—again, out of an abundance of caution—at oral argument the
Court gave Plaintiff’s counsel a second opportunity to explain why
the Court should give him a fourth opportunity to replead. Plaintiff’s
counsel explained that the image was, contrary to the certificate of
registration Plaintiff obtained, actually a “work made for hire,” and
that Plaintiff will at some point apply to the Copyright Office to
correct his certificate. But a work made for hire is, with exceptions
not here relevant, “a work prepared by an employee within the scope
of his or her employment.” 17 U.S.C. § 101. For this category to
apply, the photographer must be a regular employee rather than an
independent contractor or a specially commissioned photographer.
Marco v. Accent Pub. Co., Inc., 969 F.2d 1547, 1550-53 (3d Cir.
1992). It simply is not plausible to infer that when Plaintiff “started
[his] own practice as an attorney in or about 2005,” and “had a
professional photograph taken of [him],” he employed a professional
photographer as a member of his regular staff. Choyce Decl. 9 2.

This action has been pending for nearly a year, and Plaintiff has yet
to plead a valid federal cause of action in any of his proposed
complaints, or explain how he might at any point in the foreseeable

3
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future. Given the numerous opportunities Plaintiff has had to state a
claim of copyright infringement, and Plaintiff’s failure to explain to
the Court how the copyright claim might be rendered plausible on
further amendment, the Court concludes that further leave to amend
would be futile. Since there has been unjustified and undue delay,
because the Court previously granted leave to amend, and because
the Court needs to control the pace of its docket, further leave to
amend will not be provided. The copyright claim is dismissed with
prejudice.

2014 WL 2451122, at *3-6. Since the only jurisdiction Plaintiff invoked over the action was

federal-question jurisdiction over to the copyright claim, the Court declined to exercise

supplemental jurisdiction over Plaintiff’s state-law claims and closed the file. Id.

After judgment was entered, ECF No. 58, and the Court approved the parties’ stipulation to
extend the deadlines for seeking attorney’s fees, ECF No. 63, Defendants filed the instant motions.
Layer42 seeks $57,278.50 as their lodestar, and Indybay seeks $59,836.11.

B. Jurisdiction

The Court has jurisdiction over the copyright infringement claim, and therefore this motion
for attorney’s fees, pursuant to 28 U.S.C. §§ 1331 & 1338(a).

C. Legal Standard

In “any civil action” under the Copyright Act, “the court in its discretion may allow the
recovery of full costs by or against any party other than the United States or an officer thereof.”

17 U.S.C. § 505. “Except as otherwise provided by this title, the court may also award a
reasonable attorney’s fee to the prevailing party as part of the costs.” Id. “In applying this

provision, district courts are charged with two tasks: first, deciding whether an award of attorneys’

fees is appropriate, and second, calculating the amount of fees to be awarded.” The Traditional

Cat Ass’n, Inc. v. Gilbreath, 340 F.3d 829, 832-33 (9th Cir. 2003).

In awarding fees under the statute, “[p]revailing plaintiffs and prevailing defendants are to
be treated alike, but attorney’s fees are to be awarded to prevailing parties only as a matter of the

court’s discretion.” Fogerty v. Fantasy, Inc., 510 U.S. 517, 534 (1994). “‘There is no precise rule

or formula for making these determinations,” but instead equitable discretion should be exercised

‘in light of the considerations we have identified.”” 1d. (quoting Hensley v. Eckerhart, 461 U.S.

424, 436-437 (1983). “[C]lourts deciding whether to award attorneys fees can look to five non-
exclusive factors: (1) the degree of success obtained; (2) frivolousness; (3) motivation; (4) the

4
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objective unreasonableness of the losing party’s factual and legal arguments; and (5) the need, in
particular circumstances, to advance considerations of compensation and deterrence.” Seltzer v.

Green Day, Inc., 725 F.3d 1170, 1180-81 (9th Cir. 2013) (citing Fogerty, 510 U.S. at 534, n. 19).

(133

In determining the amount of fees awardable under the section 505, the “*most useful
starting point for determining the amount . . . is the number of hours reasonably expended on the

litigation multiplied by a reasonable hourly rate.”” Transgo, Inc. v. Ajac Transmission Parts

Corp., 768 F.2d 1001, 1027 (9th Cir. 1985) (quoting Hensley v. Ekerhart, 461 U.S. 424, 433

(1983)). “Excluded from this fee calculation are hours that are not reasonably expended, i.e.,

299

hours that are ‘excessive, redundant, or otherwise unnecessary.”” Trangso, 768 F.2d at 1027.
“Controlling precedent establishes ‘that a party entitled to attorney’s fees as a prevailing party on a
particular [copy-right] claim, but not on other claims in the same lawsuit, can only recover
attorney’s fees incurred in defending against that one claim or any ‘related claims.””” Traditional
Cat Ass’n, 340 F.3d at 833 (internal citations omitted).
1. ANALYSIS

A. Prevailing Party

The Court may only provide attorney’s fees “to the prevailing party.” 17 U.S.C. § 505.
Plaintiff argues that Defendants are not “prevailing parties.” Although Plaintiff cites no in-circuit

authority interpreting the Copyright Act, the term “prevailing party” in a fee-shifting statute

generally requires an “alteration in the legal relationship of the parties.” Buckhannon Bd. & Care

Home, Inc. v. W. Virginia Dep’t of Health & Human Res., 532 U.S. 598, 605 (2001) (interpreting

fee-shifting provisions of the Fair Housing Amendments Act and the Americans with Disabilities

Act); United States v. Milner, 583 F.3d 1174, 1196 (9th Cir. 2009) (interpreting the Equal Access

to Justice Act) (“To be a prevailing party, the party must have received an enforceable judgment
on the merits or a court-ordered consent decree”); see also 5-14 Nimmer on Copyright § 14.10
(“[1]t has been held that a ‘party’s success on a claim that is ‘purely technical or de minimis’ does

299

not qualify him as a ‘prevailing party’’” under the Copyright Act) (citing Warner Bros., Inc. v.

Dae Rim Trading, Inc., 877 F.2d 1120, 1126 (2d Cir. 1989)).

Plaintiff argues that “the Court’s ruling that Plaintiff failed under FRCP 12(b)(6) to allege
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facts sufficient to state an infringement claim is nothing more than a dé minimis victory on a
technical point.” Plaintiff’s Opposition to Defendant Layer 42°s Motion for Reocvery of
Attorney’s Fees (“Opp. to Layer42”), ECF No. 66. Defendants obtained dismissal with prejudice
of the copyright claim. This altered the “legal relationship of the parties.” Buckhannon, 532 U.S.

at 605. It is an “enforceable judgment on the merits,” Milner, 583 F.3d at 1196, since Defendants

will presumably be able to rely on it if sued again for their alleged actions infringing on Plaintiff’s
copyright.
In maintaining that a party does not qualify as “prevailing” when it obtains dismissal with

prejudice, Plaintiff’s counsel rested particular weight at oral argument on Christopher & Banks

Corp. v. Dillard’s Inc., 805 F.Supp. 2d 693, 697 (S.D. Iowa 2011). In that case, three similarly-

named, related corporate entities filed a copyright infringement action. Id. at 694-95. The
defendant received the limited victory of eliminating two of the three corporate plaintiffs, while
the entity that did possess a valid claim was allowed to press on with its lawsuit. The court denied
attorneys’ fees, noting, “Defendants have not litigated any defenses on the merits; rather, they
have simply pointed out a small, technical pleading error.” Id. At 698.

The facts in the present case are markedly different. Here, Defendants achieved a
complete victory against the only plaintiff asserting the claim against them. In the other case on
which Plaintiff relies, the court declined to award fees because the case was dismissed as a
discovery sanction and “the merits of the parties’ respective contentions were not litigated.”

Palazzo Vintage Homes, LLC v. Urban Hous. Dev., LLC, No. 09-cv-952-JE, 2011 WL 1527344,

at *2 (D. Or. Mar. 28, 2011) report and recommendation adopted sub nom. Pallazzo Vintage

Homes, LLC v. Urban Hous. Dev., No. 09-cv-952-JE, 2011 WL 1544814 (D. Or. Apr. 20, 2011).

Defendants are “prevailing parties” within the meaning of the 17 U.S.C. § 505.
B. Appropriateness of Awarding Fees
Since Defendants are “prevailing parties,” the Court considers the factors relevant to
deciding whether to award fees under Section 505.
1. Degree of Success Obtained

Similarly to the above, Plaintiff argues that Defendants “have not litigated any defenses on
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its merits; rather, they have simply pointed out a . . . pleading error.” Christopher & Banks Corp.,

805 F.Supp.2d at 698. This Court did not order a pleading error corrected, it dismissed the claim
with prejudice.

While the strength of the claim against Defendants, and the relief sought, may have been
minor, Defendants achieved total success against the claim. Therefore, this factor weighs in favor
of fee-shifting.

2. Frivolousness and Objective Unreasonableness

Plaintiff’s copyright claim was, to put it bluntly, objectively baseless. At the time Plaintiff
filed his complaint, Plaintiff had not even applied for a copyright registration. The Court first
dismissed the claim without prejudice, which should have given Plaintiff an opportunity to assess
the strength of his claims, and take whatever steps were necessary to ensure that he had a valid
claim to assert. Instead, he filed a registration application which identified himself as the “author”
of the image, which he knew he was not. And then, when faced with the argument that he still had
no valid ownership interest in any copyright, he resorted to additional meritless arguments: that his
registration was prima facié valid (which it was not) and that the image was a work made for hire
(which was implausible, unsupported by any evidence, and did nothing to salvage the validity of
the registration he had actually obtained).

The Ninth Circuit has upheld an award under the Copyright Act when a party “should have

known from the outset that its chances of success . . . were slim to none.” SOFA Entm’t, Inc. v.

Dodger Prods., Inc., 709 F.3d 1273, 1280 (9th Cir. 2013). Had Plaintiff’s counsel consulted even

basic authority regarding copyright law, he would have and should have known that he had no
basis to bring a copyright action even against the Doe Defendants who had used the image (to say
nothing of Indybay and Layer42). In asserting claims under a statute with a fee-shifting provision,
he continued to press his claim at his peril.
3. Motivation
Defendants do not argue in their motions that this factor weighs in favor of fee-shifting. It
appears relatively undisputed from the record that Plaintiff was not motivated to harass Layer42

and Indybay, or to pursue the lawsuit for anticompetitive reasons. Plaintiff was motivated to stop
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the publication of defamatory content on the Indybay website.

Indybay argues on reply that it was not reasonable for Plaintiff to enlist a baseless claim in
this effort. He had no reasonable basis to assert a federal copyright claim in an image he had not
registered and did not own the rights to. Whatever claims he might have stemming from the
allegedly defamatory content, he did not have a copyright claim to the image, and it was improper
to use a cause of action under copyright law as a way of pursing his primary purpose.

Indybay’s argument, while correct in its assertion that Plaintiff’s claim was meritless,
nonetheless conflates the “motivation” prong of the Fogerty test with the “objective
unreasonableness” prong. This factor weighs lightly against awarding fees.

4, Considerations of Compensation and Deterrence
“The most important factor in determining whether to award fees under the Copyright Act,

is whether an award will further the purposes of the Act.” Mattel, Inc. v. MGA Entm’t, 705 F.3d

1108, 1111 (9th Cir. 2013)). “[TThe Act’s ‘primary objective’ is to ‘encourage the production of
original literary, artistic, and musical expression for the good of the public.”” SOFA Entm’t, 709
F.3d at 1280 (citing Fogerty, 510 U.S. at 524). “[S]uccessful defense of a copyright infringement
action may further the policies of the Copyright Act every bit as much as a successful prosecution
of an infringement claim by the holder of a copyright.” Fogerty, 510 U.S. at 527. “When
defendants advance a variety of meritorious copyright defenses,” they further “[t]he Act’s ultimate

aim . . . to stimulate artistic creativity for the general public good.” Mattel, Inc., 705 F.3d at 1111

(internal citations omitted).

Awarding fees will serve the usual purposes of a fee-shifting statute by deterring future
baseless claims and compensating Defendants for the costs of defending against such claims.
Moroever, in considering the specific purposes of the Copyright Act, while the Indybay website
may not be “artistic creativity” pér 6, it is a forum for public expression. The Copyright Act’s
fee-shifting provision is designed to ensure that such forums for expression are not unhindered by
asserted intellectual property claims that have no basis in the law.

After weighing the relevant factors, the Court determines that a fee award is justified.
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C. Reasonableness of Fee Amount

Defendants have asked this Court to order Plaintiff to pay them $117,114.61 for having to
file two motions to dismiss his copyright complaint. While Defendants are presumptively entitled
to their lodestar, this is a very significant amount.

The Court has carefully reviewed the documents, billing records, and declarations
submitted in support of both Defendants’ fee requests. The Court finds that both Defendants have
provided evidence establishing that their attorney’s rates are reasonable rates charged by similarly
situated attorneys in the area.

However, Defendants moved to dismiss the copyright action in motions that also sought to
dismiss the state-law claims - claims that the Court ultimately declined to address. Defendants
“may only recover attorney’s fees incurred in defending against” the copyright claim. Traditional
Cat Ass’n, 340 F.3d at 833. While Defendants’ counsel made reasonable attempts to segregate the
time and attention devoted to the federal claim, their estimates do not appear to have been
conservative enough.

At oral argument at both motions to dismiss, relatively little time and attention was
devoted to the copyright claim. All Layer42 needed to do to obtain the first dismissal without
prejudice was to point out that Plaintiff had failed to allege that he had applied for a copyright.
Plaintiff’s first amended complaint failed to remedy that defect, and so all both parties needed to
do to obtain the second dismissal was to point the same fact out to the Court again. Of course, to
obtain dismissal with prejudice, Defendants were required to persuade the Court that further leave
to amend should not be granted. Defendants are permitted to request that Plaintiff reimburse them
for the fees they charge for that labor. But the Court cannot conclude that it would be fair or
appropriate to order Plaintiff to pay Defendants $117,114.61 for taking such action.

In addition to ensuring that it only award fees reasonably attributable to the copyright
claim, the Court is also moved to consider “the complexity and novelty of the issues presented” in

considering a deviation from the presumptively reasonable lodestar. In re Bluetooth Headset

Products Liab. Litig., 654 F.3d 935, 941-42 (9th Cir. 2011) (discussing attorney’s fees in class

action settlements); see also DuckHole Inc. v. NBCUniversal Media LLC, CV-12-10077-BRO,
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2013 WL 5797204, at *5 (C.D. Cal. Oct. 25, 2013) (citing this as relevant factor in copyright
attorney’s fee motion). Although the Court considered several iterations of Plaintiff’s complaint,
the matter was not complex.

After careful review of the record before the Court, and in considering principles of
fairness, the Court concludes that a significant downward deviation from Defendants’ requested
fee award 1s appropriate. The Court will award each prevailing party 75% of the fees and costs
requested, which the Court concludes is a reasonable approximation of the fees attributable to
obtaining dismissal of the federal claim which are reasonable to award under the circumstances.
V. CONCLUSION

Defendants’ motions are GRANTED IN PART. Defendant Layer42 shall be awarded its
fees and costs in the sum of $42,958. Defendant Indybay shall be awarded its fees and costs in the
amount of $44,877. Plaintiff is ORDERED to make such payment by 30 days from the date of
this order.

ITISSO ORDERED.

Dated: November 2, 2014

JON S. TIGAR
United States District Judge
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