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UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF CALIFORNIA
SAN JOSE DIVISION
CHOGSE ENERGY, INC, Case N05:14-cv-04557PSG

Plaintiff, ORDER DENYING A TEMPORARY
RESTRAINING ORDER

V.

AMERICAN PETROLEUM INSTITUTE,

(Re: Docket No. 9)

Defendant

N N N N’ N e e e e

Plaintiff Choose Energy, Inc. operates an online energy marketplace at
www.chooseenergy.conSometime this year, Choose Energy discovered Defendant American
Petroleum Institute had embarked on a campaign to educate voters about thesrestabtficials
who support further development of our nation’s oil and natural gas reserves. Muclitorge,s
API branded its campaign with variations of Plainif€EHOOSEENERGY and CHOOSE
ENERGY trademarks, including “Choose Energy,” “chooseenergy.org” lariebbse energy.
Choose Energy then demanded that APl cease what Choose Energy saw as biatgmarft of
the marks API begged off, citing its First Amendment right to free speech and committinigstha
campaign would end no later than November 4, 2014. Choose Energy proceeded to file this

and now seeks a temporary restraining order to prevent further infringenmesrgus® Choose
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Energy does not appear likely to succeed in proving that API offersrai¢é subject to the
restrictions of the Lanham Act, the court denies the motion.
l.

The Trademark Act of 19461l(anham Act) prohibits uses of trademarks, trade names, a
trade dress that are likely to cause confusion about the source of a product or's&Friee
Supreme Court has made it clear that trademark infringement law prewgntsrauthorized uses
of a trademark in connectiavith a commercial transaction in which the trademark is being use
confuse potential consumersSection 1114(a) is explicit in prohibiting only unauthorized use of
mark“in commerce... in connection with the sale, offering for sale, distribution, ortesiivg of
any goods or services [if] ... such use is likely to cause confusion.”

For over ten years, Choose Energy and its online marketplace have allowed insliardual
business in deregulated states like California to compare offerings fro@rsedgroup of energy
suppliers. These suppliers do not compete on price alone. They also compete on source of
allowing options including natural gas plans with carbon offsets and electrantyrénewables
such as wind and solar to taut their green credentials even if they chargeemkvéh. Choose
Energy use its domain name and trademarks to emphasize the fact that its,ses\opposed to
its offerings, are energy unbiased.

API touts itself as the leading trade association for the petroleum and nasuiradgstry in
the United StatesAPI was established to afford a meaof cooperation between the industry and
the government in matters of national concévster foreign and domestic trade in American

petroleum products, and promote the interests of the petroleum industry. API hasgagecdin

' Seel5 U.S.C §8§ 1114, 1125(a).

2 Bosley Med. Instit., Inc. v. Kremer, Ind03 F.3d 672, 676-77 (9th Cir. 2005) (citing
Prestonettes, Inc. v. Cot264 U.S. 359, 368 (192{)A trade-mark only gives the right to prohibit
the use of it so far as to protect the owner's good will agdiestle of another's product as His.
[emphasis added] Nishawaka Rubber & Woolen Mfg. Co. v. S.S. Kresge316.U.S. 203, 205
(1942) (explaining that the main purpose of the Lanham Act is to prevent the use of identica
similar marks in a way that confuses the public about the actual source of goodviaed)se
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political messaging activities to advocate the collective views of its members aradrtiieym
industry as a whole.

Recently, API launched‘@€hoose Energyproject as part of a campaign aimed at
educating voters and encouraging them to engage in conversation about eneggyidse
approaching Fall election and to elect officials who support energy initiatAMessays that its
sole purpose in this campaign has beerjdfilticate Americans on key energy issues so that the
can make better choices at the ballot box, connect them with candidates for electe@uodfi
build the ‘energy vote’ leading up to Election Day—November 4, 2618His isbutone example

from API's www.chooseenergy.org site:

3 Docket No. 19 5.
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After learning about API's campaign, Choose Energy wrote a letter to Ardraeng that
its use of “Choose Energy” in its campaign stop. After a period of and consideaat
negotiation, API ultimately declined. ARIresponse was curt, declaring that the First Amendmg

right to free speech justified its use without condition.
4
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Choose Energy responded by filing suit in this court. Choose Esarggiplaint alleges
that“API has misappropriated Choose Energy’s trademarks for a promotional cantaign t
energy biased-extoling the purported benefits of the oil and natural gas industries and presen
a single choice to consumers: continued dependence upaemamable fossil fuels regardless of
their adverse impact upon the environméniThe complaint further allegesati AP is ‘ fracking
Choose Energy’s brand and is likely to cause confusion, mistake, and to deceive constmers
the affiliation, connection, or association of APl with Choose Energy. API's unawgtarse of
Choose Energyg trademarks is a violatiasf Choose Energy’s valuable intellectual property right
and is causing significant injury to Choose Energy’s reputation and customer déddwil

Choose Energy seeks damages, attorney’s fees and costs, and most imparianethe i
purposes, an injunction. Not content with AARtommitment under penalty of perjury that its
campaign will end come election day, Choose Energy asks the court ta iesaporary
restraining order pursuant to Fed. R. Giv65(b). One court day after receiving Choose Energy
TRO motion the court authorized API to file a response brief in advance ext@ndedearing
held earlier today.

The parties consented to magistrate judge jurisdiction pursuant to 28 U.S.C. § 636(C) 4
Fed. R. Civ. P. 72(d).
Choose Energgnay well be right that itdfcesa substantial likelihood of confusion: the

parties marks are nearly identicaheir services are similaand perhaps API should have known

4 Docket No. 1 at 2.
51d.

® SeeDocket Nos. 7, 13.
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better’” Choose Energygallegatiors and new evidence also strongly suggest harm to the
reputation and good will of the compahyBut the court must first consider whether Choose
Energy is likely to succeed on the merits under the LanhamAdcareful review of the lavand
the evidencadentifiedthus farreveals that Choose Energyfact is unlikely to succeed on the
meritsgiven the lack of competition between the parties and their services. Thastleaeourt
with nothing to do but deny Choose Energggquest fola temporary restraining order.

1.

For a temporary restraining order to be grantquaantiff must show that it is likely to
succeed on the merits, it is likely to suffer irreparable harm in the absenedimirary relief, the
balance of equities tips in its fav, and an injunction is in the public interésParamount among
these fadairs is the required showing of likely success on the merits. iEa#trother factors were
to weigh in a @intiff’'s favor, if she cannot show likelihood afccessher motion fails. Such is
the fate of Choose Energy’s motion here.

The plain language of the statute requiheg Choose Energy showFA used its mark in
connection with goodsr services? It is undisputed that no goodsat issue Soto fall within
the ambit of the statute, the infringing mark mstclassifiable as a servias contemplated by the
statute Through its website—chooseenergy.org—API provigeditical messaging strategyhat

educates voters and encourages them to engage in the political discoutsenabgy antb elect

" SeeDocket No. 4 at 3-6.
8 SeeDocket No. 7.

® SeeWinter v. Natural Res. Def. Council, Iné29 S. Ct. 365, 374 (200&ee also GoTo.com,
Inc. v. Walt Disney Cp202 F.3d 1199, 1204-05 (9th Cir. 2000).

19Seel5 U.S.C. § 1114(1)(a) (the mark must be used “in commerce . . . in connection with the

sale, offering for sale, distribution, or advertising of any goods or servicesmoatnection with
which such use is likely to cause confusion, or to cause mistake, or to deceive.”).
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officials who support specific energy initiativEs But there is not even a whiff of commercial
activity surrounding APE chooseenergy.org campaign.

API’s activitiesare clearly—and undisputedly—political in nature. They are also wholly
and completely distindtom thecommercial services offered IBhoose Energy. There is no
world in whichAPI's online political activity migt competevith Choose Energy’s nopartisan
commercial energy platformThis leaves the court with a single question: A& s political
activities trigger liability under the statute where API isinotompetition withChoose Energy?

Citing the Second Circuit itnited We StandChoose Energgorrectlysuggestshat
political activitiescantrigger liability under the Lanham A¢t The Ninth Circuit—and this
court—agree. But that does not ave Choose Energpast first base, let aloneto homeplate.
Even while citingUnited We Standhe Ninth Circuit insists that without competition, political
activity alone is not sufficient:

The Second Circuit held idnited We Stand. . that the ‘use in connection with the

sale of goods and services’ requirement of the Lanham Act does not require any

actualsaleof goods and services. Thus, the appropriate ipggiwhether
[Defendant] offercompetingserviceso the publict*

1 See idat 3.(“The sole purpose of this messaging has bede]ttucate Americans on key
energy issues so that they can make better choices at the ballot box, connecthlmmdidates
for elected office, and build the ‘energy vote’ leading up to Election Day—November 4,2014.

125eeDocket No. 17 at 8 &PI's ‘chooseenergy.org’ website contains no advertisements or linK
to any commercial website, does not offer any products or services fomshtmrders no
financial benefit to APT).

13 United We Stand Am., Inc. v. United We Stand, Am. N.Y,.1B&F.3d 86, 89-90 (2d Cir. 1997)

Since [UWSANY’s] incorporation, it has engaged in political organizing;
established and equipped an office; solicited politicians to run on the UWSANY
slate; issued press releases intended to support partanididates and causes;
endorsed candidates; and distributed partisan political literature. Theke are
services characteristicallgndered by a political party to and for its members,
adherents, andandidates. Although not undertaken for profit, they unquestionably
render a service. Weave no doubt that they satisfy § 1114(1¥agquirement

that the mark be used in connection with goods or services.

14 Bosley MedInst. v.Kremer, 403 F.3d 672, 679 (9th Cir. 2005) (emphasis in origisak also
Wash State Rpublican Party v. Wasl@ate Grange 676 F.3d 784, 795 (9th Cir. 2012A¢"
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Since the Ninth Circuit’s ruling in Bosley, other district courts have followed suit, applying United
We Stand through the lens of Bosley and Washington State Grange."® This court has no choice but
to do the same.

As discussed above, there is no evidence in the record that Choose Energy and API
compete in any way that could bring the claim within the purview of the Lanham Act. Choose
Energy thus has failed to show a likelihood of success on the merits, which dooms its motion for a

temporary restraining order before the court can even proceed any further.

SO ORDERED.

Dated: October 28, 2014

PAUL S. GREWAL
United States Magistrate Judge

minimum, however, the plaintiff must show that the defendant offers competing services to the
public.” (emphasis in original) (internal quotations omitted)).

1 See, e.g., Stanislaus Custodial Deputy Sheriffs’ Assoc. v. Deputy Sheriff’s Assoc. of Stanislaus
Cnty., Case No. CV F 09-1988, 2010 WL 843131, at *6 (E.D. Cal. Mar. 20, 2010) (“Thus, United
WE Stand America, at best for plaintiff, stands for the proposition that if an actual sale of goods is
not involved, the infringer must be engaged in some form of . . . competition.” (emphasis in
original)).
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